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Examiner 

Emily Bernhardt 



Applicant(s) 

AN AND ETAL. 



Art Unit 

1624 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- \f NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- i-aiiure to reply within the set or extended penod for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed mav reduce anv 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 08 March 2004 . 
2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |El Claim(s) 1.3.5.6 and 8-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1.3.5.6 and 8-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 •□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) |_J Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) O Other: 

U.S. Patent and Trademark Office 



PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 08052004 
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In view of applicants' response filed 3/8/04 the following still 
applies. 

The text of those sections of Title 35, U.S. Code not included in this 
action can be found in a prior Office action. 

Claims 1,3,6, 9 and 10 remain rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ishizumi for reasons of record. Claim 3 still covers 
obvious variants of Ishizumi 's compounds since lower alkoxy phenyl 
species remain in claim 3 and these are also taught by the prior art as 
indicated previously. Claim 1 and claims dependent thereon cover benzyl as 
a choice for R which is taught by the applied reference. It is noted that 
process claims 9 and 10 cover the same scope as in previous amendment and 
thus still cover many obvious variants of Ishizumi's compounds. The fact 
that Ishizumi doesn't teach a r AR selectivity for use in treating BPH is 
irrelevant when rejecting compound/composition claims. Note In re Shetty 
195 USPQ 753 and In re Dillon 16 USPQ 2d 1897. The discovery of an 
additional property does not make otherwise obvious compounds unobvious. 
Applicants must prove that their compounds possess a property that the prior 
art compounds do not possess- not is not disclosed to possess. See In re Best 
195 USPQ 430; In re Dillon 16 USPQ 2d 1897. 
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Claims 1,5,6,8,9 and 10 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 
1 . In reviewing the amendments to claim 1 which narrow the scope of 
substituents on phenyl, it is noted that the scope of "substituted" benzyl is 
not defined in the specification . Note on p.7 the substituents recited are 
indicated as being for phenyl consistent with the language throughout the 
claims. Thus the intended scope for "substituted" benzyl requires 
clarification (by way of any exemplified species) or else the term should be 
deleted. 

Any inquiry concerning this communication or earlier 

communications from the examiner should be directed to Emily Bernhardt 

whose telephone number is (571) 272-0664. 

If attempts to reach the examiner by phone are unsuccessful, the 
supervisor for AU 1624, Dr. Mukund Shah, can be reached at (571)272- 
0674. 

The fax phone number for the organization where this application 
or proceeding is assigned is (703) 8 72-9306. 
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